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I. INTRODUCTION  

This patent infringement action concerns United States Patent No. 8,955,867 (the “’867 

patent”) (Ex. A), which is entitled “Alpine Ski Binding Heel Unit.”  The patent has one 

independent claim and eight dependent claims.  As its title suggests, the patent claims a ski 

binding attached to a ski.  In particular, the patent claims a ski binding having what it calls a 

“vector decoupling assembly,” which serves to “separat[e] and isolat[e]” lateral force vectors and 

vertical force vectors applied to the ski binding.  This separation and isolation of different force 

vectors purportedly makes the ski binding safer for the skier.   

The ’867 patent is the third patent that KneeBinding, Inc. (“KneeBinding”) has obtained 

from an original application filed in 2003.  The earlier two patents have claim language based on 

the description found in their common specification.  Eight years after filing its original 

application, and two years after the named inventor left the company following a dispute with its 

principal outside investor, KneeBinding filed a continuation patent application utilizing claim 

language that is found nowhere in the specification.  Unfortunately, that language now appears in 

claim 1 of the issued ’867 patent.  The result is claim language that is convoluted and indefinite 

in several respects. 

Plaintiff KneeBinding has asserted the ’867 patent against defendant Marker Volkl USA, 

Inc. (“Marker”), alleging that Marker’s Kingpin touring ski bindings infringe the patent.  This is 

a case where claim construction should facilitate early resolution by summary judgment of non-

infringement or invalidity.  Accordingly, Marker asks that the Court construe the disputed claim 

terms as proposed herein, so the case can move toward resolution. 
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II. BACKGROUND  

A. Background Regarding The Patent-In-Suit 

The sole named inventor of the ’867 patent is Richard Howell (“Howell”).  Howell 

originally filed a provisional patent application in February 2003, and then a full patent 

application in February 2004.   

Howell formed KneeBinding to bring his ski binding design to market.  In 2007, an 

outside investor named John Springer-Miller (“Springer-Miller”) invested $1,065,000 in 

KneeBinding and gained control of the company’s board of directors.  KneeBinding, Inc. v. 

Howell, No. 74-3-09 LeCv, slip op. at 10 (Lamoille Superior Court Aug. 17, 2016) (Ex. B).  

Thereafter, the relationship between Howell and Springer-Miller deteriorated.  Howell’s 

employment with the company ended in December 2008.  He resigned as a director shortly 

thereafter, and no longer had a role in management of the company.  Id. at 22. 

In January 2008, a patent issued from Howell’s 2004 patent application as United States 

Patent No. 7,318,598 (the “’598 patent”) (Ex. C).  This patent had just two claims, focused on 

the components (e.g., a tongue component) of Howell’s ski binding design as described in the 

specification.  Before that patent issued, KneeBinding had also filed a so-called divisional patent 

application in December 2007, with the same specification as in the ’598 patent.  A patent issued 

from that 2007 application in February 2011 as United States Patent No. 7,887,084 (the “’084 

patent”) (Ex. D).  The ’084 patent has eighteen claims, but again those claims are focused on the 

components (e.g., cams, heel cup, tension shaft) of Howell’s ski binding design as described in 

the specification.  The claims of both the ’598 and ’084 patents utilize the language of the 

specification’s description of Howell’s invention. 

In January 2011, shortly before the ’084 patent issued and two years after the named 

inventor Howell had left the company, KneeBinding filed another continuation patent 
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application, based again on the same original specification.  On this occasion, however, 

KneeBinding used language in its claims that cannot be found in the patent specification.  That 

application eventually issued in February 2015 as the ’867 patent. 

Claim 1 of the ’867 patent reads as follows (elements to be construed are those in bold): 

A vector decoupling assembly for separating and isolating two 
or more force vectors applied to a safety binding securing a heel 
portion of a ski boot to a ski, comprising: 

a lower heel assembly attached to the ski; 

an upper heel assembly coupled to the lower heel assembly 
and having a lateral release assembly for applying lateral 
securing pressure to the ski boot, the upper heel assembly 
comprising an upper heel housing that is configured to 
compress the heel portion of the ski boot downward; 

a linkage element fixedly attached to the lateral release 
assembly; 

wherein the linkage element, a first surface and a second 
surface cooperate to limit motion of the lateral release 
assembly to within a predetermined region within a plane 
defined by the longitudinal and horizontal axes of the ski. 

’867 patent, 11:33–12:8.1 

B. Background Regarding The Accused Product and the Alleged Patented Product 

KneeBinding alleges that Marker’s Kingpin ski binding infringes the ’867 patent.  The 

Kingpin binding is a specialized “touring binding” used by skiers who wish to ski downhill 

(Alpine skiing) and also walk and climb without changing their skis.  Touring is typically done 

“off-piste,” i.e. off regular ski trails. 

                                                 
1 As noted in Section I above, the ’867 patent also has eight dependent claims.  KneeBinding has 
asserted five of those dependent claims (nos. 4, 5, 6, 7, 8 and 9) against Marker and has proposed 
constructions for certain language found in those claims.  Marker does not dispute 
KneeBinding’s proposed constructions for those claims and, therefore, does not address those 
claims in this brief. 
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By contrast, KneeBinding sells bindings for Alpine skiing.  KneeBinding expressly 

markets its bindings as protecting skiers’ knees.  KneeBinding brochure (Ex. E).  Marker makes 

no such claims regarding the Kingpin binding.  The market for touring ski equipment, including 

bindings, is specialized, and as a consequence, the products at issue do not compete with each 

other in the market.   

III. APPLICABLE LEGAL STANDARDS  

A. Claim Construction 

“‘[T]he claims of a patent define the invention’” and determine the scope of the 

patentee’s right to exclude.  Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed. Cir. 2005) (en 

banc) (quoting Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc., 381 F.3d 1111, 

1115 (Fed. Cir. 2004)).  “[T]he words of a claim ‘are generally given their ordinary and 

customary meaning,’ . . . the meaning that the term would have to a person of ordinary skill in 

the art in question at the time of the invention.”  Id. at 1312–13 (quoting Vitronics Corp. v. 

Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996)).  

A person of ordinary skill in the art is deemed to read the claim term not only in the 

context of the particular claim in which the disputed term appears, but in the context of the entire 

patent, including the specification (the written description of the invention) and the prosecution 

history of the patent.  Id. at 1313; 52 F.3d 967, 979–80 (Fed. Cir. 1995), aff’d 517 U.S. 370 

(1996).  Examination of this intrinsic evidence ordinarily will resolve any ambiguity in a 

disputed claim term.  Vitronics, 90 F.3d at 1583.  “[E]xtrinsic evidence, which ‘consists of all 

evidence external to the patent and prosecution history, including expert and inventor testimony, 

dictionaries, and learned treatises,’” may be useful in claim construction as well, although it is 

less significant than the intrinsic record.  Phillips, 415 F.3d at 1317 (quoting Markman v. 
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Westview Instruments, Inc., 52 F.3d 967, 980 (Fed. Cir. 1995) (en banc), aff’d, 517 U.S. 370 

(1996)). 

B. Indefiniteness 

The patent statute requires that patent claims must “particularly point[] out and distinctly 

claim[] the subject matter which the applicant regards as his invention.”  35 U.S.C. § 112, ¶ 2.  

Marker contends that several terms used in claim 1 of the ‘867 patent are indefinite, and hence 

that the claim does not satisfy this statutory requirement.   

As the Supreme Court held in 2014, “a patent is invalid for indefiniteness if its claims, 

read in light of the specification delineating the patent, and the prosecution history, fail to 

inform, with reasonable certainty, those skilled in the art about the scope of the invention.”  

Nautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2124 (2014).  While “[s]ome 

modicum of uncertainty . . . is the price of ensuring the appropriate incentives for innovation,” “a 

patent must be precise enough to afford clear notice of what is claimed, thereby apprising the 

public of what is still open to them.”  Id. at 2128–29.  “And absent a meaningful definiteness 

check . . . patent applicants face powerful incentives to inject ambiguity into their claims.”  Id. at 

2129.  “Otherwise there would be ‘[a] zone of uncertainty which enterprise and experimentation 

may enter only at the risk of infringement claims.’”  Id. (quoting United Carbon Co. v. Binney & 

Smith Co., 317 U.S. 228, 236 (1942)). 

“Indefiniteness is a matter of claim construction, and the same principles that generally 

govern claim construction are applicable to determining whether allegedly indefinite claim 

language is subject to construction.”  Praxair, Inc. v. ATMI, Inc., 543 F.3d 1306, 1319 (Fed. Cir. 

2008); see also Bayer Intellectual Prop. GmbH v. Warner Chilcott Co., No. 12-1032-GMS, slip 

op. at 4 (D. Del. Apr. 21, 2015).  Definiteness, like claim construction, is a question of law 

sometimes involving subsidiary factual determinations.  Biosig Instruments, Inc. v. Nautilus, 
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Inc., 783 F.3d 1374, 1382 (Fed. Cir. 2015).  “[I]n assessing definiteness, claims are to be read in 

light of the patent’s specification and prosecution history.”  Nautilus, 134 S. Ct. at 2128.  Finally, 

“definiteness is measured from the viewpoint of a person skilled in the art at the time the patent 

was filed.”  Id. (alterations and quotation omitted). 

C. Means-Plus-Function Claim Language 

The patent statute provides for the use of so-called “means-plus-function” language in 

patent claims, as follows: 

An element in a claim for a combination may be expressed as a 
means or step for performing a specified function without the 
recital of structure, material, or acts in support thereof, and such 
claim shall be construed to cover the corresponding structure, 
material, or acts described in the specification and equivalents 
thereof. 

35 U.S.C. § 112, ¶ 6.  

In this case, Marker contends that certain terms in claim 1 of the ’867 patent are means-

plus-function terms.  In 2015, the en banc Federal Circuit held that even if a claim term does not 

use the express word “means,” it will nonetheless be a means-plus-function term if the claim 

term fails to recite sufficiently definite structure, or else recites function without reciting 

sufficient structure for performing that function.  Williamson v. Citrix Online, LLC, 792 F.3d 

1339, 1349 (Fed. Cir. 2015) (en banc).  This issue is addressed in greater detail infra in Section 

IV.B.2. 

IV. ARGUMENT 

A. The Preamble Of Claim 1 Is Limiting 

Claim 1 of the ‘867 patent has a preamble that reads as follows: 

A vector decoupling assembly for separating and isolating two or 
more force vectors applied to a safety binding securing a heel 
portion of a ski boot to a ski . . . . 
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Both sides have proposed constructions for terms used in the specification (“vector decoupling 

assembly for separating and isolating two or more force vectors,” “safety binding” and “securing 

a heel portion of a ski boot to a ski”).  Having acknowledged that the language of the preamble 

must be construed, both sides necessarily agree that the preamble is a limitation of the claim – or, 

in other words, that any device accused of infringing claims 1 must satisfy all elements of the 

claim, including the preamble.  See Pac-Tec Inc. v. Amerace Corp., 903 F.2d 796, 801 (Fed. Cir. 

1990) (determining that preamble language that constitutes a structural limitation is actually part 

of the claimed invention). 

B. “Safety Binding,” “Having a Lateral Release Assembly for Apply Lateral 
Securing  Pressure to the Ski Boot,” “Linkage Element,” “A First Surface,” and 
“A Second Surface” are Indefinite. 

1.  “Safety Binding” 

Disputed Term KneeBinding’s Proposed 
Construction 

Marker’s Proposed 
Construction 

safety binding No construction is needed and 
the term should be given its plain 
and ordinary meaning. 
 
Should the Court require further 
construction, a ski binding that 
releases a ski boot under certain 
conditions 

Indefinite. 

The term “safety binding” is indefinite because the ’867 patent does not inform a person 

of skill in the art (“POSA”) what this term means with reasonable certainty. 

A POSA—as well as the Court—would turn first to the ’867 patent and its prosecution 

history to discern the patent’s approach to defining a safety binding.  However, the only time the 

term “safety binding” is used in the ’867 patent is in claim 1.  ’867 patent, 11:34.  This single 

reference in the ’867 patent tells a POSA nothing about how to determine what constitutes a 

“safety binding” as distinct from any other type of ski binding.  The prosecution history of the 

’867 patent (Ex. F) provides no further detail on the meaning of this term.  As the patent drafter, 
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KneeBinding was “in the best position to resolve the ambiguity” by providing some indication of 

how to analyze a ski binding to determine whether it meets the criteria of being a safety binding 

as required in the claims.  Nautilus, 134 S. Ct. at 2129 (quotations and citation omitted).  But it 

chose not to.  See id. (“[A]bsent a meaningful definiteness check … patent applicants face 

powerful incentives to inject ambiguity into their claims.”). 

The ’867 patent criticizes prior art ski bindings for the increasing incidence of knee 

injuries, particularly strained or ruptured anterior cruciate ligaments (“ACLs”), and suggests that 

the claimed invention averts such injuries:   

Despite improvements in multi-directional toe release bindings, the 
incidence of knee injuries continues to increase.  Frequently the 
anterior cruciate ligament (ACL) of knee is strained or ruptured. 
ACL strain intensifies when lateral forces are applied to the ski 
immediately under or near the projected tibial axis (coaxial with 
the tibia), generally known as phantom-foot fall kinematics.  In 
phantom-foot falls a lateral heel release binding will avert ACL 
strain . . . . However, a multi-directional heel release binding that 
accommodates the release of the ski in the above described 
situation, which provides proper lateral release during edge-
induced roll moments and also prevents pre-release during normal 
skiing conditions has yet to be reduced to practice. 

’867 patent, 1:49–2:6. 

Accordingly, to the extent the ’867 patent provides any guidance as to the term “safety 

binding,” it seems to imply that such a binding prevents strain or rupture of the ACL.   

In summary, the intrinsic evidence leaves a POSA without any guidance on the meaning 

of the term “safety binding.”  The Supreme Court “has warned” that this level of uncertainty 

“would diminish the definiteness requirement’s public-notice function and foster [an] 

innovation-discouraging ‘zone of uncertainty’ . . . .”  Nautilus, 134 S. Ct. at 2130.  Accordingly, 

the claims fail to “inform those skilled in the art about the scope of the invention with reasonable 

certainty” (id. at 2129) and the “safety binding” term is indefinite.  Alternatively, should the 
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Court determine that the claim is amenable to construction, Marker suggests that it be construed 

as meaning “a ski binding that would prevent injuries on the lower leg of a skier.”  

2.  “Having a Lateral Release Assembly for Apply Lateral Securing  Pressure to 
the Ski Boot” and “Linkage Element” 

Disputed Term KneeBinding’s Proposed 
Construction 

Marker’s Proposed 
Construction 

having a lateral release assembly 
for applying lateral securing 
pressure to the ski boot 

No construction is needed and 
the term should be given its plain 
and ordinary meaning. 
 
Should the Court require further 
construction, an assembly that 
applies pressure to resist the ski 
boot heel from moving laterally 

Indefinite. 

linkage element An element that allows free-
coupling between the upper heel 
assembly and the lower heel 
assembly 

Indefinite. 

The terms “having a lateral release assembly for applying lateral securing pressure to the 

ski boot” and “linkage element” are indefinite because the ’867 patent does not inform a POSA 

what these terms mean with reasonable certainty, and they have no established meaning in the 

art. 

Neither the term “lateral release assembly” nor “linkage element” are a term of art in the 

ski binding industry and do not convey a specific structure or material that meets this limitation.2  

This is the hallmark of means-plus-function claiming.  While a means-plus-function term is 

typically limited to the structures disclosed in the specification, in this case no such construction 

is possible.  That is because neither the specification nor the intrinsic evidence are capable of 

informing a POSA, with reasonable certainty, as to what “structures” disclosed in the 

specification perform the recited function.  As a result, the limitation is indefinite under 35 

                                                 
2 The phrases “lateral release assembly” and “linkage element” also are not found anywhere in 
the ’867 patent specification outside of the claims. 
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U.S.C. § 112, ¶ 2.  Nautilus, 134 S. Ct. at 2129 (holding the definiteness requirement of 35 

U.S.C. § 112, ¶ 2, requires “that a patent’s claims, viewed in light of the specification and 

prosecution history, inform those skilled in the art about the scope of the invention with 

reasonable certainty.”). 

a. The Word “Means” Need Not be Recited for Means-Plus-Function 
Claiming 

Means-plus-function claiming occurs when a claim term is “expressed as a means or step 

for performing a specified function without the recital of structure, material, or acts in support 

thereof . . . .” 35 U.S.C. § 112, ¶ 6.  In such cases, the “claim shall be construed to cover the 

corresponding structure, material, or acts described in the specification and equivalents thereof.”  

Id.  However, a claim need not recite the word “means” in order to be construed in means-plus-

function format.  For example, in Williamson v. Citrix Online, LLC, the en banc Federal Circuit 

recently clarified the standard for application of § 112, ¶ 6 when a claim does not recite the word 

“means”: 

The standard is whether the words of the claim are understood by 
persons of ordinary skill in the art to have a sufficiently definite 
meaning as the name for structure.  When a claim term lacks the 
word “means,” the presumption can be overcome and § 112, para. 
6 will apply if the challenger demonstrates that the claim term fails 
to “recite sufficiently definite structure” or else recites “function 
without reciting sufficient structure for performing that function.” 

Williamson v. Citrix Online, LLC, 792 F.3d 1339, 1349 (internal citations omitted). 

Once a term is found to be in means-plus-function format, the Court must apply a two-

step process to construe its scope.  First, the Court identifies the claimed function performed by 

that claim element.  Id. at 1351 (citing Noah Sys., Inc. v. Intuit Inc., 675 F.3d 1302, 1311 (Fed. 

Cir. 2012)).  Then, the Court determines what structure, if any, disclosed in the specification 

corresponds to the claimed function.  Id. 
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In Williamson, the Federal Circuit held that generic terms such as “mechanism,” 

“element,” “device,” and other nonce words that reflect nothing more than verbal constructs, are 

tantamount to using the word “means” because they “typically do not connote sufficiently 

definite structure” and, therefore, may invoke § 112, ¶ 6.  See id. at 1350 (citing Mass. Inst. of 

Tech. & Elecs. for Imaging, Inc. v. Abacus Software, 462 F.3d 1344, 1354 (Fed. Cir. 2006)).  

That is precisely the case here, because the terms “assembly” and “element” are black boxes and  

are tantamount to the word “means.”  That is, neither “lateral release assembly” nor “linkage 

element” is a term of art in the ski binding industry, and they have no commonly accepted 

definition.  Each one is simply a generic description for any structure that performs the specified 

function; a nonce term.   

The inclusion of the prefix “lateral release” or “linkage” fails to impart any definite 

physical structure in the claim as they merely further describe the function of the claimed 

“assembly” and “element,” respectively.  Williamson, 792 F.3d 1339 at 1350–51 (holding the 

prefix “distributed learning control” did not impart structure into the term “module” because 

those words do not describe a sufficiently definite structure.”).  Accordingly, because these terms 

merely set forth the same black box apparatus as does the word “means,” the presumption 

against means-plus-function claiming is rebutted and “lateral release assembly” and “linkage 

element” should be construed properly as means-plus-function terms. 

b. The Term “Lateral Release Assembly” is Not Described in the 
Specification 

Turning to the first step in construing a means-plus-function term, the Court must identify 

the claimed function to be performed.  Id. at 1351.  The claimed function of the claim term 

“lateral release assembly” is “applying lateral securing pressure to the ski boot.” ’867 patent, 

11:38–39 (emphasis added).  This point is clear from the claim language itself. 
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The Court next looks to the specification to determine what structure, if any, corresponds 

to that claimed function.  Williamson, 792 F.3d at 1351–52 (“Structure disclosed in the 

specification qualifies as ‘corresponding structure’ if the intrinsic evidence clearly links or 

associates that structure to the function recited in the claim.”).  The specification is unclear on 

this point. 

First, the term “lateral release assembly” is not disclosed anywhere in the ’867 patent 

other than in the claims.  Instead, the specification discloses the use of “lateral release cams,” 

which are found in the lateral heel release. ’867 patent, 3:53–54.  These “lateral release cams” 

control the release efforts when the heel of the boot displaces from the longitudinal center of the 

ski and restrict the movement of the lateral heel release to predetermined paths of rotation and 

translation.  Id. at 3:54–67.   In other words, the “lateral release cams” function to release the ski 

boot, not to apply securing pressure to the ski boot. 

 Likewise, the ’867 patent specification also discloses “lateral heel release cam surfaces” 

that allow the lateral release cam to both rotate and translate relative to the lower heel housing to 

displace the ski boot laterally relative to the long axis of the ski.  Id.at 9:33–36.  Again, the 

“lateral heel release cam surfaces” function to release the ski boot, not to apply securing pressure 

to the ski boot. 

Both of these structures serve a different function from the “lateral release assembly” as 

required by the claims of the ’867 patent.  The only structures discussed in the ’867 patent’s 

specification that applies any kind of pressure to the ski boot are the “lower heel housing” and 

“upper heel housing.”  Id. 7:5–7.  For instance, the ’867 patent states that “[t]he lower heel 

housing 27 applies longitudinal pressure to the ski boot via the upper heel housing 16 at surface 

32 of heel cup 47.”  Id.   However, the specification and figures make it clear that both of these 
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structures are distinct components of the heel unit from the purported lateral release component.  

See, e.g., id. at Fig. 1; 5:53–55. 

For the foregoing reasons, Marker asks the Court to construe the phrase “lateral release 

assembly” in accordance with the provisions of 35 U.S.C. § 112, ¶ 6 and to find that the 

specification fails to link the claimed function to a specific structure with reasonable certainty 

such that the claims are indefinite under 35 U.S.C. § 112, ¶ 2. 

c. The Term “Linkage Element” is Not Described in the Specification 

As before, we turn to the first step in construing a means-plus-function term, the Court 

must identify the claimed function to be performed.  Williamson, 792 F.3d 1339 at 1351.  The 

“linkage element” works in concert with “a first surface” and “a second surface” and functions 

“to limit motion of the lateral release assembly to within a predetermined region within a plan 

defined by the longitudinal and horizontal axes of the ski.”  ’867 patent, 12:5–8. 

The Court next looks to the specification to determine what structure, if any, corresponds 

to that claimed function.  Williamson, 792 F.3d 1339 at 1351–52.  The specification is again 

unclear on this point. 

The ’867 patent provides nothing in the claims to inform a POSA about how to determine 

what constitutes a “linkage element” in the context of the claimed invention.  Instead, all that is 

revealed by the claim language of the ’867 patent is that the “linkage element” is to be “fixedly 

attached to the lateral release assembly” (claim 1, ’867 patent, 12:3–4) and that “the first surface 

and the second surface cooperate to limit motion of the linkage element to the longitudinal and 

horizontal plane of the ski” (claim 3, id. at 12:12–15).   However, for the reasons discussed 

above and below, “lateral release assembly,” “a first surface,” and “a second surface” are also 

not defined in the specification and provide no additional guidance on the structure of the 

“linkage element.”   
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Furthermore, the word “linkage” appears only once in the specification, in the context of  

a longitudinal linkage between a tongue and a cantilevered plate.  Id. at 8:53.  However, this 

“linkage” as it is used in this passage of the ’867 patent specification is not an element and/or is 

not included in any of the figures or in any other discussion as an apparatus incorporated in the 

heel binding.  The prosecution history provides no further detail on the meaning of this term.   

Moreover, the term “linkage element” is not a term of art in the ski binding industry and 

does not convey a specific structure or material that meets this limitation.   As the patent drafter, 

KneeBinding was “in the best position to resolve the ambiguity” by providing some indication of 

how to analyze a ski binding to determine whether it meets the criteria of being a safety binding 

as required in the claims.  Nautilus, 134 S. Ct. at 2129 (quotations and citation omitted).  But it 

chose not to.  See id.  

In summary, the intrinsic evidence leaves a POSA without any guidance on the meaning 

of the term “linkage element” and the industry itself does not use this term with respect to ski 

bindings.  Accordingly, the claims fail to “inform those skilled in the art about the scope of the 

invention with reasonable certainty” (id. at 2129) and the “linkage element” term is indefinite.  

For the foregoing reasons, Marker asks the Court to construe the phrase “linkage element” in 

accordance with the provisions of 35 U.S.C. § 112, ¶ 6 and to find that the specification fails to 

link the claimed function to a specific structure with reasonable certainty such that the claims are 

indefinite under 35 U.S.C. § 112, ¶ 2. 

3. “A First Surface” and “A Second Surface” 

Disputed Term KneeBinding’s Proposed 
Construction 

Marker’s Proposed 
Construction 

a first surface  Indefinite. 
a second surface  Indefinite. 

Case 2:15-cv-00121-wks   Document 46   Filed 12/23/16   Page 18 of 30

Marker Volkl-1010 
Marker Volkl USA, Inc. v. Kneebinding, Inc. 

Page 18



 15 

The terms “a first surface” and “a second surface” are indefinite because the ’867 patent 

does not inform a POSA what these terms mean with reasonable certainty. 

The only time the terms “first surface” and “second surface” are used in the ’867 patent is 

in claims 1–3.  ’867 patent, 12:5–15.  These references in the ’867 patent’s claims tells a POSA 

nothing about what part of the safety binding would be considered a first surface vs. a second 

surfaces vs. any other surface within the safety binding.  For example, the patent specification 

discusses a number of surfaces, including surfaces of the vertical release cam, a surface on the 

heel cup, a bottom surface of an interface support, a top surface of a ski, a low-friction surface, a 

top surface of a vector decouple assembly, a mating surface, a top surface of the lower heel 

housing, a surface of the vector decoupler tongue, a bottom surface of a cantilevered plate, lateral 

release cam surfaces, curved surfaces, and boot interface surfaces.  However, none of these are 

discussed in the specification as a first or second surface.  Further, none of these are discussed in 

the specification as working with a linkage element to perform any function.   

The prosecution history provides no further detail on the meaning of this term.  As the 

patent drafter, KneeBinding was “in the best position to resolve the ambiguity” by providing 

some indication of how determine which of the surfaces cooperate with the linkage element to 

limit motion of the lateral release assembly.  Nautilus, 134 S. Ct. at 2129 (quotations and citation 

omitted).  But it chose not to, just as it chose not to for “lateral release assembly” and “linkage 

element” (see discussion above).  See id.  

In summary, the intrinsic evidence leaves a POSA without any guidance on the meaning 

of the terms “a first surface” or “a second surface.”  Therefore, the claims fail to “inform those 

skilled in the art about the scope of the invention with reasonable certainty” (id. at 2129) and the 

“a first surface “ and “a second surface” terms are indefinite. 
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C. “Vector Decoupling Assembly for Separating and Isolating Two or More Force 
Vectors” 

Disputed Term KneeBinding’s Proposed 
Construction 

Marker’s Proposed 
Construction 

vector decoupling assembly for 
separating and isolating two or 
more force vectors 

No construction is needed and 
the term should be given its plain 
and ordinary meaning. 
 
Should the Court require further 
construction, a heel unit of a ski 
binding for separating and 
isolating multiple forces 

The vector decoupling assembly 
separates and isolates vertical 
force vectors from lateral force 
vectors, so that a principally 
vertical force vector will not 
result in  release of a ski boot in a 
lateral direction, and a principally 
lateral force vector will not result 
in release of a ski boot in a 
vertical direction. 

Marker’s proposed construction of “vector decoupling assembly for separating and 

isolating two or more force vectors” is consistent with the intrinsic evidence, specifically the 

description of the invention in the specification.  In contrast, Plaintiff’s proposed construction 

simply restates the claim term without providing any clarification on what is meant by the 

subterms “separating,” “isolating,” and “force vectors.” 

The ’867 patent emphasizes that the alleged invention separates vertical and lateral 

releases.  For example, the ski binding heel unit includes an independent vertical heel release and 

an independent lateral release mechanism.  ’867 patent, Abstract, Figs. 1–4, 3:45–47.  Likewise, 

the ski binding disclosed in the ’867 patent has a vector decoupler mechanism that acts to 

“redirect the non-lateral forces without effecting the vertical heel release, lateral heel release or 

forward pressure compensator.” Id.    

Furthermore, the patentee distinguished the purported invention from the prior art based 

on the separation of vertical and lateral forces.  For example, the patentee states the following 

regarding the alleged problems with prior art ski bindings: 

Multi-directional release bindings that exhibit unsatisfactory lateral 
and vertical ski retention fail to retain skis to boots during normal 
controlled skiing which gives rise to a condition called pre-release. 

Case 2:15-cv-00121-wks   Document 46   Filed 12/23/16   Page 20 of 30

Marker Volkl-1010 
Marker Volkl USA, Inc. v. Kneebinding, Inc. 

Page 20



 17 

Pre-release occurs when a ski binding releases a ski during normal 
controlled skiing . . . . 

. . . .  

Pre-release in a multi-directional release heel (that provides release 
in the lateral and vertical directions) is primarily caused by an 
improper cross-linking of the design of the lateral and vertical 
release mechanisms; or by the cross-linked design of the 
mechanisms that control lateral, vertical, longitudinal, roll (induced 
edging), and forward and backward bending moments, causing the 
pure lateral release mode or the pure vertical release mode (the 
injurious modes) to become overloaded by the linked addition of 
the other non-lateral and non-vertical stresses (non-
injurious/innocuous modes), by excessive friction between the 
release interfaces (low friction interfaces not only improve 
combined-loading release, but also enhance the rapid re-centering 
of the ski to the boot during innocuous stresses), and by insuring 
that the fitting adjustments that properly connect the binding to the 
individual sizing of the boot are correct.  

Id. at 2:14–17, 3:7–23.  In contrast, the vector decoupler mechanism described in the ’867 patent 

“separates and isolates undesired vertical release conditions from intended release conditions.”  

Id.at 4:47–49.  The patent abstract states that “[t]he lateral release cams and vector decoupler 

mechanism avert non-lateral, benign loads from the lateral heel release, and avert non-vertical, 

benign loads from the vertical heel release thereby reducing the incidence of inadvertent pre-

release of a boot from a ski.”  Id. at page 1, Abstract.  More specifically, the alleged invention is 

described as “delinking” or “filter[ing]” vertical release, lateral heel release, and longitudinal 

pressure, such that they are “functionally independent mechanisms.”  Id.at 3:47–50; 4:49–56; 

5:4–9; see also id. at 8:11–27; 9:33–10:57. 

As shown above, the patentee repeatedly emphasized the importance of vertical and 

lateral forces being delinked or treated as independent of one another by the ski binding as the 

feature that sets the alleged invention of the ’867 patent apart from the prior art.  The Court 

“cannot look at the ordinary meaning of the term . . . in a vacuum,” it must “look at the ordinary 
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meaning in the context of the written description and the prosecution history.” Medrad, Inc. v. 

MRI Devices Corp., 401 F.3d 1313, 1319 (Fed. Cir. 2005).  The Federal Circuit has emphasized 

that the specification may be dispositive on the term meaning as “it is the single best guide to the 

meaning of a disputed term.”  Phillips, 415 F.3d at 1315 (internal citation omitted).  Therefore, 

the term “vector decoupling assembly for separating and isolating two or more force vectors” 

should be construed such that the vector decoupling assembly separates and isolates vertical 

force vectors from lateral force vectors and that a principally vertical force vector will not result 

in  release of a ski boot in a lateral direction, and a principally lateral force vector will not result 

in release of a ski boot in a vertical direction, as set forth in the ’867 patent specification.   

D. “Securing a Heel Portion of a Ski Boot to a Ski” 

Disputed Term KneeBinding’s Proposed 
Construction 

Marker’s Proposed 
Construction 

securing a heel portion of a ski 
boot to a ski 

No construction is needed and 
the term should be given its plain 
and ordinary meaning. 
 
Should the Court require further 
construction, holding the heel 
portion of a ski boot in place for 
skiing

The safety binding secures a heel 
portion of a ski boot to a ski. 

With respect to the term “securing a heel portion of a ski boot to a ski,” the parties’ 

proposed constructions are not far apart.  The core difference between the parties’ proposed 

constructions for this term are shown in bold in the chart above.     

Marker’s proposed construction mirrors the disputed term by using the words “secures” 

and “to a ski.”  Plaintiffs’ construction, however, broadens the term, as it only requires that the 

heel portion of the ski boot be held rather than secured.  Furthermore, Plaintiffs’ construction 

also makes the term ambiguous by adding the limitation “in place for skiing,” which is found 
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nowhere in the claims nor the specification and which provides no guidance as to what “in place” 

means in the context of the claimed invention.  

Because “the claims themselves provide substantial guidance as to the meaning of 

particular claim terms,” the Court should adopt Marker’s proposed claim construction for the 

term “securing a heel portion of a ski boot to a ski.” Phillips, 415 F.3d at 1314.   

E. “Lower Heel Assembly” and “Upper Heel Assembly” 

Disputed Term KneeBinding’s Proposed 
Construction 

Marker’s Proposed 
Construction 

lower heel assembly No construction is needed and 
the term should be given its plain 
and ordinary meaning. 
 
Should the Court require further 
construction, a lower portion of a 
heel unit of a ski binding 

The lower heel assembly is 
attached to the ski, and does not 
have any components or parts in 
common with, the upper heel 
assembly. 

upper heel assembly No construction is needed and 
the term should be given its plain 
and ordinary meaning. 
 
Should the Court require further 
construction, an upper portion of 
a heel unit of a ski binding 

The upper heel assembly is 
coupled to, but does not have any 
components or parts in common 
with, the lower heel assembly. 

Marker’s proposed construction of “lower heel assembly” and “upper heel assembly” are 

consistent with the intrinsic evidence, specifically the description of the invention in the 

specification.  In contrast, Plaintiff’s proposed constructions make these terms even more vague 

by incorporating the ambiguous terms “lower portion” and “upper portion,” respectively, neither 

of which appear anywhere in the patent nor provide any relationship between these “portions” 

and the rest of the ski binding. 

The specification of the ’867 patent clearly distinguishes the upper heel housing and the 

lower heel housing as separate components of the ski binding.  For example, in describing the 

upper and lower heel housings in relation to the figures disclosed in the ’867 patent, each are 

given different numbers (numbers 16 and 27, respectively).  See ’867 patent, Figs. 1–4, 5:52–55.  
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The specification also discusses the upper heel housing (id.at 5:59–64, 6:4–29) and lower heel 

housing (id. at 4:57–63, 6:62–7:17) in completely separate sections of the specification.  

Therefore, it is clear from the ’867 patent’s specification that the “lower heel assembly” does not 

have any components or parts in common with the “upper heel assembly,” and vice versa, and 

the two should be construed as such.  See Phillips, 415 F.3d at 1315 (stating that the specification 

“is the single best guide to the meaning of a disputed term”).  

F.  “Fixedly Attached” 

Disputed Term KneeBinding’s Proposed 
Construction 

Marker’s Proposed 
Construction 

fixedly attached The linkage element cannot be 
detached without damaging or 
breaking the ski binding 

 

The “linkage element” is 
attached to the lateral release 
assembly in a fixed manner, such 
that it cannot be removed without 
destroying or damaging the 
safety binding. 

With respect to the term “fixedly attached,” the parties’ proposed constructions are not 

widely divergent from each other.  As can be seen in the chart above, the core difference 

between the parties’ proposed constructions for “fixedly attached” is whether the “linkage 

element” is attached to the “lateral release assembly” or not.  Both parties agree, however, that 

the linkage element cannot be detached/removed without damaging the ski/safety binding.   

It is well-established that “the claims of a patent define the invention to which the 

patentee is entitled to the right to exclude.”  Phillips, 415 F.3d at 1312 (citing Innova/Pure 

Water, Inc. v. Safari Water Filtration Systems, Inc., 381 F.3d 1111, 1115 (Fed. Cir. 2004)).  

Further, “the claims themselves provide substantial guidance as to the meaning of particular 
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claim terms.”  Id. at 1314.  In this case, the claims do not just provide substantial guidance, but 

are dispositive as to the proper construction of “fixedly attached.”3   

Claim 1 requires “a linkage element fixedly attached to the lateral release assembly.”  

’867 patent, 12:3–4 (emphasis added).  Thus, by its express terms, claim 1 requires (i) that the 

linkage element be fixedly attached and (ii) that it be fixedly attached to the lateral release 

assembly.   

However, despite this clear claim language, Plaintiff’s construction is limited to the 

linkage element alone, without any connection to the lateral release assembly.  A construction 

that is inconsistent with the claims is not correct.  Papst Licensing GmbH & Co. KG v. Fujifilm 

Corp. (In re Papst Licensing Digital Camera Patent Litig.), 778 F.3d 1255, 1261 (Fed. Cir. 

2015) (“[t]he construction that stays true to the claim language and most naturally aligns with the 

patent’s description of the invention will be, in the end, the correct construction.”) (citations 

omitted); see also, e.g., Becton, Dickinson & Co., 616 F.3d at 1257 (“Claims must be 

‘interpreted with an eye toward giving effect to all terms in the claim.’”) (quoting Bicon, Inc. v. 

Straumann Co., 441 F.3d 945, 950 (Fed. Cir. 2006)) (emphasis added).  In direct contrast, 

Plaintiff’s construction overtly attempts to read-out this express claim limitation without 

justification and in direct conflict with the clear cannons of claim construction.  See e.g., Unique 

Concepts, Inc. v. Brown, 939 F.2d 1558, 1563 (Fed. Cir. 1991) (“When the language of a claim 

is clear, as here, and a different interpretation would render meaningless express claim 

limitations, we do not resort to speculative interpretation….”).   

Thus, the Plaintiff’s attempt to sever the connection between the linkage element and the 

lateral release assembly is contrary to the express claim language.  Accordingly, the Court should 
                                                 
3 As discussed supra, the terms “linkage element”  and “lateral release assembly” are not found 
anywhere in the ’867 patent specification outside of the claims and are indefinite. 
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construe the term “fixedly attached” as “the ‘linkage element’ is attached to the lateral release 

assembly in a fixed manner, such that it cannot be removed without destroying or damaging the 

safety binding.”  

G. “Wherein the Linkage Element, a First Surface and a Second Surface Cooperate 
to Limit Motion of the Lateral Release Assembly to Within a Predetermined 
Region Within a Plan Defined by the Longitudinal and Horizontal Axes of the 
Ski” 

Disputed Term KneeBinding’s Proposed 
Construction 

Marker’s Proposed 
Construction 

wherein the linkage element, a 
first surface and a second surface 
cooperate to limit motion of the 
lateral release assembly to within 
a predetermined region within a 
plane defined by the longitudinal 
and horizontal axes of the ski 

No construction is needed and 
the term should be given its plain 
and ordinary meaning. 
 
Should the Court require further 
construction, the linkage element 
and at least two surfaces 
cooperate to ensure that the 
lateral release assembly only 
moves within a known region 
within a plane defined by the 
longitudinal and horizontal axes 
of the ski 

Indefinite. 
 
Alternatively, motion of the 
lateral release assembly is 
limited, to within a 
predetermined region within a 
plane defined by the longitudinal 
and horizontal axes of the ski, by 
only the “linkage element,” a 
“first surface,” and a “second 
surface.” 

As discussed in detail above, the terms “a first surface” and “a second surface” are not 

disclosed in the ’867 patent’s specification and are indefinite, thereby rendering this term 

indefinite as a consequence.  Alternatively, the specification and prosecution history provide 

some guidance with respect to limiting the motion of the lateral release assembly to within a 

predetermined region within a plane defined by the longitudinal and horizontal axes of the ski, as 

incorporated in Marker’s proposed construction. 

Claims are to be interpreted in view of the intrinsic evidence, which includes the claim 

language, the specification, and the prosecution history.   See Phillips, 415 F.3d at 1312–17.  

Although the specification is vital to the interpretation of a claim term, the Federal Circuit has 

emphasized that the “‘undisputed public record’ of proceedings in the Patent and Trademark 

Office is of primary significance in understanding the claims.” Markman, 52 F.3d at 980.  A 
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patent applicant often makes statements concerning the scope of the invention in order to 

convince the PTO that a patent application should be granted, and thus the statements are 

extremely relevant for claim interpretation.  Southwall Techs., Inc. v. Cardinal IG Co., 54 F.3d 

1570, 1576 (Fed. Cir. 1995).  Thus, the prosecution history constitutes part of the “intrinsic 

evidence” that directly reflects how the patentee and the PTO understood the invention.  Phillips, 

415 F.3d at 1317.   

Here, the ’867 patent’s specification teaches that the alleged invention “features a 

decisively controlled level of release effort as the heel of the boot displaces from the longitudinal 

center of the ski.”  ’867 patent, 3:54–56.  In other words, the movement of release is restricted 

“to a predetermined path of both rotation and translation.”  Id.at 3:64–67. 

It becomes clear in the prosecution history that this limitation is a key distinction over the 

prior art.  Specifically, the patentees argued that the limitation of movement of the lateral release 

assembly to a plane defined by the longitudinal and horizontal axes of the ski overcame the 

Examiner’s rejection of the claims over U.S. Patent No. 4,165,883 (Weigl).  December 20, 2011 

Amendment in Response to Non-Final Office Action Under 37 C.F.R. 1.111 in U.S. Appln. Ser. 

No. 12/984,293, at 5–7.  The patentee made similar arguments to overcome a rejection over U.S. 

Patent No. 4,858,946 (Stritzl), further emphasizing that the prior art did “not include any side 

elements that would enable applying lateral securing pressure to the ski boot” and that it did not 

teach or suggest a combination of three elements (“a linkage element, a first surface and a second 

surface”) that “cooperate to limit motion of the lateral release assembly.”  January 9, 2013 

Request for Continued Examination Pursuant to 37 C.F.R. 1.114 and Amendment in U.S. Appln. 

Ser. No. 12/984,293, at 5–6.  The patentee reemphasized that these three elements were required 

to limit motion of the lateral release assembly in order to overcome another rejection, this time 
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over U.S. Patent No. 4,505,494 (Gertsch).  October 8, 2013 Response After Final Action Under 

37 C.F.R. 1.116 in U.S. Appln. Ser. No. 12/984,293, at 6. 

Based on the specification and the prosecution history, it is apparent that the limitation of 

the motion of the lateral release assembly to within a predetermined region within a plane 

defined by the longitudinal and horizontal axes of the ski is accomplished by only the “linkage 

element,” a “first surface,” and a “second surface.”  Consequently, the intrinsic evidence all 

points to Marker’s proposed construction of “wherein the linkage element, a first surface and a 

second surface cooperate to limit motion of the lateral release assembly to within a 

predetermined region within a plane defined by the longitudinal and horizontal axes of the ski” 

that “motion of the lateral release assembly is limited, to within a predetermined region within a 

plane defined by the longitudinal and horizontal axes of the ski, by only the ‘linkage element,’ a 

‘first surface,’ and a ‘second surface’.”   

V. CONCLUSION 

For all the foregoing reasons, Marker respectfully requests that the Court adopt its 

proposed constructions and reject KneeBinding’s proposed constructions. 

Dated: December 23, 2016    Respectfully submitted, 
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